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1 . Applicant's election without traverse of Group I, claims 1 -1 5, in the reply 
filed on 10/14/08 is acknowledged. 

2. Claims 16-32 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 
10/14/08. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

4. The title of the invention is not descriptive. A new title is required that is 
clearly indicative of the invention to which the claims are directed. 

5. Claims 5-1 5 are objected to under 37 CFR 1 .75(c) as being in improper 
form because a multiple dependent claim cannot depend from another multiple 
dependent claim. See MPEP § 608.01 (n). Accordingly, the claims have not been 
further treated on the merits. 
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6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. These claims are confusing because it cannot be 
understood how by "causing relative movement between the container and a filtration 
unit", the "sample is made to pass through the filter into the filtrate chamber". It is 
suggested that the nature of the movement be clarified in amended claims. 



7. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by either of Mori 
et al. (US 2004/0063121) or Baker (US 2003/0173284). 

This claim is drawn to a method comprising: causing relative movement between 
a container having a sample solution with nucleic acids, and a filtration unit, the filtration 



unit being disposed at least partly within the container and having a filter and a filtrate 
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chamber, whereby the sample is made to pass through the filter into the filtrate 
chamber. 

Mori et al. disclose a method which cannot be distinguished from what is being 
claimed. This document discloses inserting a filtration unit comprising a filter membrane 
and a filtrate chamber into a sample solution comprising nucleic acids, and sucking the 
solution to pass through the filter membrane and into the filtrate chamber (see Figs. 1-3 
and paragraphs 0027-0028, 0057-0058, 0062-0063, and 0094-0131). It is noted that 
inserting the filtration unit into the solution and sucking up said solution satisfies the 
claim language. 

Baker also discloses a method which cannot be distinguished from what is being 
claimed. This document discloses inserting a filtration unit comprising a filter membrane 
and a filtrate chamber into a sample solution comprising nucleic acids, and sucking the 
solution to pass through the filter membrane and into the filtrate chamber (see Figs. 1-2 
and paragraphs 0003-0053). It is noted that inserting the filtration unit into the solution 
and sucking up said solution satisfies the claim language. 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
either one of Mori et al. or Baker, and further in view of Colpan (US 6,277,648). 

These claims are drawn to the method as described and rejected above, further 
wherein the filtration unit comprises at least upstream and downstream filters in series 
(claim 3), and further wherein the upstream filter has a higher size exclusion threshold 
than the downstream filter (claim 4). 

The teachings of Mori et al. and Baker are discussed above. These references 
do not teach the use of a series of filters of different size exclusion thresholds. 

Colpan discloses a method of isolating nucleic acids from a solution comprising 
the use of a filtration unit having a series of filters of different size exclusion thresholds 
(see Fig. 1 and columns 1-3). 

One of ordinary skill in the art would have been motivated to use a filtration unit 
having a series of filters of different size exclusion thresholds in the method of either of 
Mori et al. or Baker because Colpan disclosed the benefit of using such a layered filter 
approach in the isolation of nucleic acids. It would have been prima facie obvious to 
one of ordinary skill in the art at the time of the invention to carry out the claimed 
methods. 
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9. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hamlin (US 4,921 ,618) in view of Colpan. 

The subject matter of claims 1 , 3, and 4 is discussed above. Claim 2 further 
limits claim 1 in that an exterior surface of the filtration unit forms a seal with an interior 
surface of the container. 

Hamlin discloses a device and method for simultaneous separation and transfer 
of liquids using a filtration unit (see Figs. 1 -1 5 and columns 1 -7). The use of this device 
satisfies all of the claim language, with the exception of application to nucleic acid 
purification (claim 1 ), and the use of a series of filters (claims 3 and 4). Hamlin teaches 
that "although the invention can be used for liquid-liquid separations, the present 
invention is most useful in the purification of liquids by filtering small solid particulates 
from the liquid" (see column 1, lines 9-12). 

Colpan discloses a method of isolating nucleic acids from a solution comprising 
the use of a filtration unit having a series of filters of different size exclusion thresholds 
(see Fig. 1 and columns 1-3). 

One of ordinary skill in the art would have been motivated to apply the filtration 
unit of Hamlin to purification of nucleic acids, and in doing so modify said filtration unit to 
have a series of filters of different size exclusion thresholds, because Colpan disclosed 
the well-known and conventional application of liquid filtration to purification of nucleic 
acids, as well as the benefit of using a layered filter approach therein. It would have 
been prima facie obvious to one of ordinary skill in the art at the time of the invention to 
carry out the claimed methods. 
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1 0. No claims are free of the prior art. 

1 1 . Henco et al. (US 5,057,426) is made of record as a reference of interest. 

12. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kenneth R. Horlick whose telephone number is 571- 
272-0784. The examiner can normally be reached on Monday-Thursday 6:30AM-5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kenneth R Horlick/ 

Primary Examiner, Art Unit 1637 
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